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DETAILED ACTION 

A request for continued examination under 37 CFR 1.1 14, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
03/13/2006 has been entered. 

Claims 7,31-37 are currently pending. 

Upon consideration of the amended claim 7, and new claims 31-37, the following 
restriction requirement was deemed necessary. 

Restriction Requirement 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 31 (in part), 32, drawn to method of evaluating the effectiveness of 
NNRTI inhibitor of group a) of claim 31 (ii) as an antiviral therapy. 

II. Claim 31 (in part), drawn to method of evaluating the effectiveness of 
NNRTI inhibitor of group b) of claim 31 (ii) as an antiviral therapy. 

III. Claims 33-36, drawn to method of evaluating the effectiveness of NRTI 
inhibitor as an antiviral therapy. 
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IV. Claim 37 (in part), drawn to method of evaluating the effectiveness of PI 
inhibitor of group a) of claim 37 (ii) as an antiviral therapy. 

V. Claim 37 (in part), drawn to method of evaluating the effectiveness of PI 
inhibitor of group b) of claim 37 (ii) as an antiviral therapy. 

VI. Claim 7, drawn to method of evaluating effectiveness of antiviral therapy 
comprising determining presence of combination of mutations that 
correlate with resistance to NNRTI and NRTI and PI. 

The inventions are distinct, each from the other because of the following reasons: 

Claim 7 links inventions l-VI. The restriction requirement between the linked 
inventions is subject to the nonallowance of the linking claim, claim 7. Upon the 
allowance of the linking claim, the restriction requirement as to the linked inventions 
shall be withdrawn and any claims depending from or otherwise including all the 
limitations of the allowable linking claims will be entitled to examination in the instant 
application. Applicants are advised that if any such claims depending from or including 
all the limitations of the allowable linking claims 

Inventions l-VI are related as independent. The inventions as claimed do not 
overlap in scope, i.e., are mutually exclusive, are not obvious variants, and have a 
materially different design and mode of operation. A reference teaching, e.g. identifying 
a mutation 88T would teach Group IV but would not teach Groups I or II or III. With 
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respect to Groups I and II, and Groups IV and V, although both pairs Groups are 
directed to of evaluating the effectiveness of the same inhibitor (NNRTI and PI 
respectively), they do not overlap in scope and require identification of different 
mutations. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 

Applicant is advised that the response to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a diligently-filed petition under 37 CFR 1.48(b) and by the fee required under 37 
CFR 1.17(h). 



Application/Control Number: 09/580,491 Page 5 

Art Unit: 1631 

Species Requirement 

Election of species should be required prior to a search on the merits in all 
applications containing both species claims and generic or Markush claims. (MPEP 
808.01(a)) 

Upon election of any single one of the Groups from above the following election 
of species is hereby required for the initial search for examination on merits: 

This application contains claims directed to the following patentably distinct 
species of the claimed invention. 

(A) For Group I, mutations listed in claim 31.ii.a. Note that applicant has already 
previously elected 103S as species for this group of species. 

(B) For Group II, mutations listed in claim 31.ii.b. Note that applicant has already 
previously elected 1 181 as species for this group of species. 

C) For Group III, select an encoding from those listed in claims 34 or 35 or 36, 

and, if an encoding is elected from those in claim 34, further elect 

(D) further mutation listed at the end of claim 34, 

or, if an encoding is elected from those in claim 35, further elect 

(E) combination of mutations listed in claim 35, 
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or, if an encoding is elected from those in claim 36, further elect 

(F) an additional mutation from those listed in claim 35. 

(G) For Group IV, mutations listed in claim 37.ii.a. 

For a group elected per restriction requirement above, applicant is required to 
elect a single disclosed species from every group of species pertaining to the elected 
invention. 

Applicant is advised that a reply to this requirement must include an identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over 
the prior art, the evidence or admission may be used in a rejection under 35 
U.S.C. 103(a) of the other invention. 

To be complete, a response to the election of species requirement should 
include a proper election along with a listing of all claims readable thereon, including 
any claims subsequently added. MPEP 809.02(a). 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Borin whose telephone number is (571) 272- 
0713. The examiner can normally be reached on 9am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ardin Marschel, Ph.D., can be reached on (571) 272-0718. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Michael Borin, Ph.D. 
Primary Examiner 



